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iL Related Appeals and Interferences 

Appellaiit \% mi aware of any related appeals or inierferences that will directly affect 
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ill.. Status orciatms 

Clairtis 83-92, which are the subject of this appeal, are pending. 
Claims 1-82 are canceled. 
Claims 83-92 stand rejected. 

Appellaitt appeals ail rejections of the pending claims 83-92. 
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IV. Status of Amendments 

The amendments filed November 23, 2009, have be^ entered and acted ypon by the 
E.xaiTimer, 

No at-nendments were fiied after the fmat Office action dated March 19. 2010. 
Y.- .S.ummMy..fif.CMtT)§d..S.lJbj.«!^^ 

In the folio wing Summao', tl^e citations ih parentheses iare representative of support 
provided in the app.Hcation. 

A Independent claim 83 

The aspect of the invention defined in independent claim 83 is a print control system 
configured to control a single digital printer (FIGS. 8-9; page 50, lines 1-29) having a first 
madiine-readable ink atid a second ink that is not madiine-readabie at the same wavelength 
as said first ink (page 6^ line 30 ™ page 7, line 2; page 48, lines 18-22), said system being 
configured to cause said printer to print documents having both (i) machine-readable pattern 
printed in the first ink, wherein the pattern is configured to enable a digital pm (FIG. 2; page 
2, lines 14-26) to acquire data to enable its position in said pattern to be determined (page 38, 
lines 1-9; page 49, lines 8-18), and (ii) hnman-discernable content, printed in the second ink, 
that is not read by said pen in use (page 38, lines 1-9). said system being configured to route 
data representat,i\ e ofeonteiit coiour to (j) a coiour separation process, and to (ii) a half- 
toning process, and to (iii) a masking process, and where said system ivS configured to route 
data representatiof^ of pattern so to by-pass a half-toning process (page 7, lines 6-10; page 
37, lines 1-8; page 65, imes 13-22; FIG. i4b). 

B. Dependet^t claim 84 

Claim 84 dqjends from claim 83 and recites that the system is configure to route 
data representative of pattern so as to by-pEKS a masking process (page 6^ lines 19-24; page 
37, tines 1-8: page 67, lines 1 1-19). 
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C. Indepemieari ciajm 87 

The ttsp-xt ofihc iinention Jci'ined in independent claim 87 is a method of printing a 
document. The tusthod comprises digitally printing aliunian-discemabie content md a 
machine-readable position-detertnining pattern (page 6, line 30 ■■ page ?, line 2; page 48, 
lines 18-22), configured to enable a digital pen (FIG. 2; page 2, lines 14-26) to determine tlte 
pen's position in a pattern space onto the document using a single digital printer (FIGS, 8-9; 
page 50, lines 1-29), Hie digital printer includes a llrst ink which is not machine-readable at 
a particular wavelength of electromagnetic radiation and a second ink that is machine- 
readable at tlie sjiid particular wavelength (page 6, tine 30 •- page 7, line 2; page 38, lines 1-9 
and 15-21 ; page 48, lines 1 8-22; page 49, lines 8-18). The nietliod also comprises prinlitig 
the content with the first ink and not the second mL at least where said content overiies said 
pattern (page 48, tines 1 1-22; page 50. lines 9-15; page 74. Imes 6-! 1 ; page 77, !ine 9 - page 
78, tine 2). The metiiod ibrlher comprises printing the pattern using the second ink Data 
representative of content is half-toned, and wherein data representation of pattern bypasses a 
halt-toning process (page 7, lines 6-10; page 37, lines 1-8; page 65, lines 13-22; FIG, 14b), 

Claim 88 depends from claim 87 and recites that data representative of content is 
operated upon by a masking process, atid data representation of pattern bypasses a maskihg 
process (page 6, lines 19-24; page 37, lines 1-8; page 67, lines 1 1-19). 

E. Independent claim 89 

The aspect of the in vention defined in independent claim 89 is a method of printing 
on demand a page or other article. The method comprises printing, using a single digital 
printer (FIGS, 8-9; page 50, lines 1-29), a machine-readable position-determining pattern 
witli a Gxst ink. The pattern is configured to enable a digital pen (FIG. 2; page 2, lines 14-26) 
to determine the pe^'s position in a pattern space, md wherein the pattern is readable at a 
specific, optionally non-visible, wawlength (page 6, line 30 ~ page 1, line 2; page 38, lines I- 
9 and 1 5 -2 1 ; p age 48 , h nes 1 8-22 ; page 49, lines 8-18). The method also comprises printing, 
using the single digital printer, humjffl-discernabie content in a second ink. The method 
further comprises processing the content data differently from the pattern data during data 
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processing performed to print the document (page 7, lines 6-10; page 37, lines 1-8; page 65, 
lines ].V22. FiCi 14b) 

\X LllQundsof.ReieciiO^^^^ be Reviewed on Appeal 

A. Ciaim IS rejccied undcE .^5 ISC § lo.^ (a) n\cr Rumph (L^ S (•,jy\<)4><) 
in \iew or -.App!icant's de.^cnbed Pnor An'oixl Cloutinei (L S 5."4''.'J(i4! 

B. Claim 84 is rejected under 3.5 U.S C. § 103 (a> o\er Runjph (US. 0.420,948 ) 
ui \ lew or 'Applicant's descTibed Prior Art," Clouthier (U.S. 5,5M9,%4), and Moslafavi (U.S. 
5,642,444). 

C. Claims 85-86 are rejected under 35 U.S.C. § 103 (a) over Rumph (U.S. 
6,429,948) in view of "Applicanl's described Prior ArU" Clouthier (U.S. 5,949,964), 
Funahashi (U.S. 2002/0036()45), and Cox (U.S. 5,140,686). 

D. Claim 87 is rejected under 35 U.S.C. § 103 (a) over Nelson (U.S. 6,132,024) 
in view of Applicant's described Prior Art" and Clouthier (U.S. 5,949,964), 

E. Claims 88-92 are rejected under 35 U.S.C. § 103 (a) over Nelson (U.S. 
6,1 32,024) in view of "AppJicant's described Prior Art," Clouthier (U S, 5,949,964), and 
Rumph (U.S. 6,429,948). 

VH. Argument 

A. .Applicable slaiidards for sustaining a rejection under 35 U.S (1 § 103(a) 

''.A paieni may not be obtained .. if the differences between the subject matter sougiit 
to be patented and the prior art are .such that the siibject matter as a wlioSe would have been 
obvious at the time the invention w as made to a person having ordinary skill in the art to 
wMch said .subject matter pertaiiis,'' 35 U.S C. § 103(a). 

In att appeal involving a rejection utider 35 U.S.C. § 103, an examiner bears the initial 
burden of establishing /vwHi; )2ia't> obviousness. See In re RijckaerL 9 F.3d 1531, 1532, 28 
USPQ2d 1955, 1956 (Fed. Cir, 1993). To support a^jn/Mc /aae conclusion of obviousness, 
tlte prior art must disclose or suggest all the limitations of the claimed invaiiion. 1 See In re 



1 Ti\& U.S Patent and ftademark Oflke ha<- set firth the loOoumL' tlcfinitjco ot the 
requM-ement^ io\ e.tabbshin!! a \ . - cv-: !irp.r.e:v.ji!i]it^ (37 Cl-R ! 5o{b)(ii)) 



A pnnia la^ic v;.ise of onpalenlainhl^ is e>.t.3hhshcd when the 
inlormatjoo compel a conclusion that aclann i.s unpatentable 
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Lovvii 32r3d 1^79 32 l!SPQ2d nr>l l(K4(Fed Cn 1<W) H ihe t\aiTimcr kis 
eslabhshcd apfimn fouc caseoi obMOusncss dK burden ol gomg toiwajd then shifts (o the 
apphcant to oseicome the ptmui fa^ie ca^e aigumenl and or evidence ObMousne^is (s 
then deteitnined on the b iM'^ v)l (he e\ idence a-- <i whole tind Ihe relatne petsu i j ^ tues i the 
arguments This jnquin Kquucs { i) dctermintny the scope and tonteni5> oi liic pnoi ut (h) 
is4.ortunintMhe dillnencos ^ ii « I ^ t. lun in issue (t) lesohing the 

!e c{ of liJjtnn '^} ilhtiihc i'cii t uJciie ^ i5 ^ esideme uf sevondiA 

v-onsi ^ kSRhit ICo \ RIUk\IfK \o 127 S (t i''27 ] 7:^ (2(K)7Mulni£? 

<inh»n\ tohalXeio S 1 17-18 UM SPQ K'^ChW))) ildUcliiin 

hmii unns atefouiid tn anumberofpuorari aforc!ice& the !ki !indi.r nnsst d^^kimsne 
^\hethej theie was an appatent reason to combine ihc known dcmeiiis in the fashion ciasmed 
See KSR. 1741 . This analvsts should be made exphcit. MR at 1 74i (citing in reKahn. 44i 
F. 3d 977. 988 (Fed. Cir. imb): "(Rlejections on obviousness grounds cannot be ^stained 
bv mere conclusorv statements; instead, there must be some articulated re^oning wth some 
rational underpinning to support the legal conclusion of obviousness ). 

C. C;iainLX3 

( i Mm s 1 is uK^-tai ui viei »^ 1 S C ^ 103 (a) o-sei Ruinph (I S 6 42v 04^) tn siew 
ol ApplR mt > ^VscruKd Pnof \rt ind Clouthiei (IJ S <^ 949 964) 
Independent claim H.> recites;: 



conii„iued to tonirui i sniJ^ i,-! I > jjUli h<3\iii„ i tirst 
niichiiK I id iblc ink md i ti, ^ \ ik Ihit is n n miJiuK 
!e id ihle u the s mie w i\ eleru'h 1- s ud hr'^t ink - iid 
bi-im Lon{i^ur>.d lo <-"juv »itd punlci to piini do<.unKn1s 
hum., both (0 nidthint rc idabit. p itJ^m p{!nlt,J in iht, iust ink 
whercm the pattern i^ configured to enable a digital pen to 
acquire data to enable its position m said pattern to be 
determmed. and (n) human-discemable comem. pnnted tn the 
second mk, that is not read bv said pen m use, said svstem 
being configured to route data representative of content colour 



uiidor ths? preponderance of e\idence, burden-of-proof standard, 
sjufuy e^icli term m the claim its broadest leasonable 

coriffiuciion consK..'in ^miS- I'x' -SKMlcaSh^n and before am 
ODiipiJ-jjation _-\s,""L 0- 00 1.0 \^ ' -\i\ be si bmiltod in 
an atlcmpi to csiabhih a t.oniiat> conciiiSion of patentabfhtv 
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to (j) d i^oiom si.'t\jrau\)n process, ojkI lo ($0 a liall-ionini: 
process, and lo (m) a masking process, and where said system 
is configured to route datarepr^entation of pattern so as to bv* 
pass a half-tonmg proems. 



The fejeetion of iniiependeni claim 83 under 35 US.C- § 1 03(a) over Rumph in view 
of "Applicant's described Prior Ait" aiid Clouthier sliould be wilhdrawii because cited art, 
taken alone or in permissible combination, does not disclose or suggest each and every- 
one of the elements of the ciaim. 

For example, Rumph in view of "Applicant's described Prior Art" aid Ciouthier does 
not disclose or suggest the "print controilef' element of claim (i.e., a priat controller 
configured to cause a single prinjer "to print documents having both (i) machine-readable 
pattern printed in the first ink, wherein the pattern is configured to enable a digital pen to 
acquire data to enabie its position m sasd patieni lo be determined, and (ii) hunjaci-discernable 
content, printed in the second ttik. that is not read b> said pen iii use''). 

In support of the rejection of claim 83. ihe Bxaramer has ackno\^'ledged that neither 
Rumph nor Cloutiiier discloses or suggests the ■pnnt controiier" elemettt of ciaim 83, In an 
effort to make-up for this lack of disclosure, the Exitntiner has taken the position that 
Appellant's description of the Anoto system in the Background section of the patent 
application (see page 2^ line 28 -■ page 5, line 19) discloses the "print controller' element of 
claim 83. In particular, the Examiner h^ taken the position that tiie Backgroimd description 
'leaches the feature of having a first machine-readable ink and a second ink, or inks, that 
is/are not mijchine-readabie at the same wavelength as said first ink" and a "system being 
configured to cause said primer to print documents having both'' (see page 5, last of the 
flnaJ Office action). 

C(.nir \ 1 he FMrniiut ^ p<.sUKn hoxsiner e fWk oun 1 tupiio loi il e 
\noio s\stv.'m df m i di^Li< se a pnnt \>o 'e iou ....i a stn_ie puniei lo piini 

Jutumeni ha\iiiL.both d lirst inathmc-ioadablc ink (so piocc^-s b[a>.k) and a ^ec.>nd mk 
ihai not niaciiine readable at iho vime wavelength <s said fitst mk (i e \n< to suhsuiuic 
b{at_k) instead the Baek^Tound description cxpiessh discloses that the Anoto si bsi flute 
black ink should be printed on top of the process black mk pattern using a printer in which 
tiie black channel of tlie printer (e.g., the K-channel in a CMYK printer) prints witii the 
Anoto substitute black ink. The printer described in the Background description of the Anoto 
s>'stem hits only a single black channel (see page 5, hnes 1 2-14). Therefore, one skilled in the 
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art would understand from this descriplion tiiai a digital pen enabled doatmait is produced 
by: first, printing the pen-readable pattern using a first printer with a black chatmel 
containing the process black ink; and second, printing the human-discer nabie content on top 
of the pen-readable pattern u^ing a second prmter nith a blacl dicusnei containing the Anoto 
sub.stitute black ink Thus, conirmy to the Examiner s position, the Backgiound section of 
Appellant's apphcation does not disclose or suggest the "print controller' element of claim 
83. 

Tho piiiUcis depcubed m Rampli jiui ('knsihier .3)^0 bvUc onh a p]i\uie black channel 
(see col .v^ iine.s .^'-'-h of Kumph und col K hnes 28-^*4 of Cioulhicj) Conseqisently, 
one skiiied m tht' aU loading Rumph in \ tew of !he Background description of the Anoto 
s>'stem and Clouthier necessarih^ would include tliat two separate piiitters would be used to 
create a digital pen enabled docuinent containing both a pen-readable pattern printed in 
process black ink and a human-discemable pattern printed in Anoto substitute black ink. 

Thus, Riiniph in view of the Background description of the Anoto s^'Steni and 
Clouthier does not disclose or suggest the ''print controller" element of claim 83. For at least 
this re^on, the rejection of independent claim 83 over Rumph in view of "Applicant's 
described Prior Arf' and Clouthier should be withdrawii. 

Rumph in view of the Background description of the Anoto system and Clouthier also 
does not disclose or suggest the "bs -pass'' element of claim 83 (i.e., "where said syslem is 
configured to route data representation of pattern so as to by-pass a baif-loning process"). 

fn support of the rejection of independent claim 83, llie Examiner has acknowledged 
that Rumph in view of the Backgi ound description of tlie Aiioto systean does not disclose or 
suggest the "by-pass" element of claim 83 (see second to last % on page 6 of tlie find Office 
iiction). In iUi effort to make-up for this lack of disclosure, the .Examiner has taken the 
position that "Clouthier et al teaches a system is adapted to route data r^resaitation of a 
pattern so as to by-pass a halt-toning process" (see last tkee lines on page 6 of tlie final 
Office action). 

Contrarv' to the Examiner's position, however, Clouthier does not make-up for the 
failure of Runph in view of the Background description of the Anoto system to disclose or 
suggest the "by-pass" element of claim 83, In particular, Clouthier discloses a system m 
which the halftonitig of pixels is controlled by a halftone type identifier tl>at is set by a 
classifying that classifies print data into one of plurality of image types that is associated with 



'venal 'X- 




Altomey's Diwfajf. No.: 2<]KB(K)566-4 
Appeal Briel\Usf«l Aijji. !6, 2()i(> 
Reply fo Ofiict scsiotj March 1 9, 2010 



a particular baJtlone pioccss (see, e.g., col. 2, lines 37-42, coi. 3, lines 45-49, coL 5, imes 1 - 
11 and 1 5-17) In accordance v\ith Couthicr's disclosiue " a n image t\pc whjch is not to 
be subjected to a halftone operation may be assigned a MX)' halftone tvpe identifier" and "...il' 
the halftone npe tdentifiei mdicaies that a bvpass is to occut {i e '00") the pi\d is passed 
direuh thi uugh halftone module 2<>\iab% pass to inifuetiijine 28 tool 4 lines 4-{> <)nd 
coi lino-. 12-1-^ IIG I) Conlran to the i \v«iHi\n - niplt^it a-si tnptton h(i\\o\ej 
Clouihiej doe* not disclose amthniL' that \\o^\l hc\e rnt skilled in the ajt an\ appaient 
ledMin to KHiit? (lata fepuscntation t-* pc^- da&L^ i\vteiii to bo pnuled uiing process 
black ink M> to -pass a hall-tonuii^ pn^cess h^doed C loiuhier does not dtsclosc uhat 
t\pc <>i prim data would be a signod tho (H5 h ilrone tspc idcniillei 

Since Rmnph in view of the Background description of tlie Anoto system doe.s not 
disclose anything about by-passing a half-toning process and Cloutliier does not disclose 
Vihat type o.f print data should be passed directly through the halftone module via bypass 36, 
Rumph in view of the Backgroimd description of the Anoto system and Clouthier does not 
disclose or suggest the '%-pass" element of claim 83. For at least this additional reason, the 
rejection of independent claim S3 over Rumph in view of "Applicant's described Prior Art" 
and Clouthier should be withdravMi. 

D. Depen dent claim 84 

Claim 84 is rejected under 35 U.S.C. § 103 (a) over Rumph (U.S. 6,429,948) in view 
of ''Applicant's described Prior Art" Clouthier (U.S. 5,949,%4), and Mostafavi (U.S. 
5,642,444). 

Claim 84 depends from independent claim 83. Mostafavi doeis not make-up for the 
failure of RuR-^h in view of "Applicant's described Prior Art" and Cloiitiiier to disclose or 
suggest the elements of independent claim 83 discussed above. Therefore, the rejection of 
claim S4 under 35 US.C. § U)3(a) over Rumph in view of '"Applicant's described Prior Art," 
Cloiitbier, and Mostafavi should be withdniwn ibr at least the same reasons explained above 
in connection with independent claim 83. 

Claim 84 also is patentable over Rumph m view of ^Applicant's described Prior Art,'' 
Clouthief, ami Mostafavi for the (bllowing additional reasons. 

Claim 84 depends from claim 83 and recites tliat the system is configured to route 
data representative of pattern so as to by-pass a masking process. 
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hi support of the rejectson of daim 84, the Examiner has lakesi the position that (lines 
3-5 on page ofihe final OiVic; tiotion) 



Hie" masking means" disclosed in col. 5, lines 3-5, of Mostafavi, however, is not an 
element of a printer system. For example, is not a masking operator for determining what 
content is printed at each pixel of a printing operation, as descrihed, e.g., in col. 29, lines 24- 
33 of Rumph. Instead, Mostafavi's masking means is a mask processing element (MPE) 
register that masks processing elements in an iinage processing chip, where a m^isking signal 
controis whether or not particular image processing elements are bypassed {see^ e.g., col 3, 
lines 23-33, which describes that the masking means is used to mask processing elements that 
are not needed and to mask defective processing elements). Thus, contrarv' to the Examiner's 
position, Mostaiavi does not make-up for the ackiiowledged failure of Rumpli, ''Applicant's 
described Prior Art," iind <;ioirthier to disclose the eleinettts of cSam 84. hi addition, one 
skilled in the ari would not have had any apparent reason to combine Mostafavi's processing 
element mask with the printer masking processing disclosed in Rumph. 

For at least this additional reason, the rejection of claim 84 over Rumph in view of 
''Applicant's described Prior Art," Clouthien md Mostafavi should be vs^itlidrawn, 

E Claims 85-86 

Claims 8^-8<> aso JOioUed undei ^^ T ( ^ (a) Ovet Rumph ft S ^ 42^ 94^) ,n 
Mcwol ApplsLJids d<.NU!hed PtH>f An Co. xkt a ^ f unahashi ( 1 1 S 

2002 <>(>^{>o h) ind C o^ (I S ^ ^S' ) 

Lach ot claims 8^ S6 depends, irom i'ldepeiident da.m\ f unahashi in \ lew oi Co\ 
does not make-up lor the failure at Rinuph in mow oI A|ip)Kanl s dosLEtbod Pnui \iC and 
C louihier to disclose or suggest the elements ol mdependent claim 83 discussed above. 
Therefore, the rejection of claims 85-86 under 35 U.S.C. § 103(a) over Rumph in view of 
"Applicant's described Prior Art," Clouthien Funaliasbi, aid Cox should be withdrawn for at 
least the same reasons explained above in connection with independent claim 83. 



Mo$tara\ I discloses a control system adapted to route data 
representative of a pattern so as to by-pass a masking process, 
(figure 5, item 20 tuid colunm 6, lines 45-50). 
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F. Claim 87 

Ci:jim S7 is rejected under :>5 ILS.C § US (a) over Nelson (U.S. 6J32,024) in view 
of "Applicant's described Pnor .Art'" and Clouthier (U.S. .'S/M'^/^M), 
Independent claim 87 recites: 



87. ( Previously Presented) A metliod of printing a 
document: comprising: 

digitaiiy printing a iuiman-disceniable content and a 
machine-readable po-sition-determining pattern, configured to 
enable a digital pen to deterraine the pen's position in a pattern 
space onto the document using a single digital printer, w'herein 
the digital printer includes a ftrst ink which is not machine- 
readable at a particular wavelength of electromagnetic radiation 
and a second ink that is machine-readable at the said particular 
waveiengih; and 

printing the content with the first ink and not the second^ 
ink, at least where said content overlies said pattern; and 

printing the pattern using the second ink; 

vvlierein data representative of content is half-toned, md 
wherein data representation of pattern bypasses a half-toning 
process. 



Tile rejection of independent claim 87 under 35 US.C. 1 103(a) o^er Nelson in view 
of "Applicant's described Prior .Art" and Clontiiier should be withdrawn because tiie cited art, 
taken alone or in any permissihle combination, do not disclose or suggest each and evef>- one 
of the elements of the claim. 

For exantple, Nelson in view of "Applicant's described Prior Art" mid Clouthier does 
not disclose or suggest the tkst '"printing'" element of clam 87 (i.e., "digitaily printing a 
humai-discernabte content and a machine-readable position-determining pattern, configured 
to etmble a digital pen to determine the pen's position in a pattern space onto tlie document 
using a single digital printer, wherein the digital printer includes a first ink w^rich is not 
machine-readable at apMiculitr wavelength of electromagnetic radiation and a second ink 
that is machine-readable at tlie said particular wavelength"). 

The Exaimner has taken the position that \eKon in \ teu of \ppclLun ^ Jcscnption of 
the .Anoto s^^lcm m the Background sootfon fbo p<K<i'M .\m^huiuou (sec pas>e hno 2H - 
pjije 5 line ! iliscloses the first "pnnlmg' o o ^-oi\ >.L..*n ) (sec pa^es U -i 2 v>r ihc fma! 
i HTice fiction) In particular, the E\amnier has taken the position that Nelson leacht-s pi nUfriLi 
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a tins! ink that is jm i.sibie to a smsor sxad printing a second ink that is visible to a sensor, the 
BiJckground section of Appellaat's application teaches machiiie-readabie positioii- 
detemiining pattern adapted to enable a jnachine reader to deternme its position in a pattern 
space and buraan discemaMe content adapted not to be read by said machine reader, and tije 
CQitibination of these teachings discloses the flrsf 'sprinting" element of claim 1 . 

Contrary to the Examiner's posiuon, how ever, the teachings of Nelson md 
Appeilant's Background description are not comNnable. 

• First, the printers disclosed in Nelson have ovAy a single black channel (see 
col. 6, lines 25-29) and therefore are riot caf)ab}e of printing process biack ink 
and the Anoto substituJe black ink as proposed by ti^e Exan-iiner, 

• Second, m accordance with Nelson express teachings, the visible ink (i.e., 
magenta) and the invisible ink (i.e., yellow) are applied to the same test pattam 
bars and mixed to produce an additive color combination (i.e., oraige) that is 
visible to the sensor so that the ink density of the invisible ink can be checked 
(see, e,g., col. 7, line 48 ■■• col 8, line 2: also see col. 2, lities 34-37). Mi,xing 
the process black ink pen-readable pattern and the Anoto substitute black ink 
humm di'^cernabie content would defeat the object of the Ajioto pen system 
by preventing the pen from detennining its position on the document (see 
pages 3-4 of Appellarjt's application). 

For tliese reasons, one skilled in the art would not have any apparent reason to combine the 
teachings of Nelson and Appellant's description of the Anoto pen system. 

In addition, ass e\plinncd abo\e com ection \Mth ndependcnt cknm onci^k^}lod 
m the dit uOLilJ Lindetstatid ffoni Bjckj-'uniud desL.uption ■>! ihi. \r i | \ 'Jiiuh u a 
digital p(,n v.nahled dot^unicnt v ouiJ ha\o to \k \ r k' '(.ed h\ first |. JiU i p n tejdahjc 
pa!{..>rn usin • a iir-L punter wnn a bl *.s cna i i. ) r ^ir \ 1 1^.' ntoi.i.'s^ blaek ink md scxund 
panting the human-Js&tcmable content on top ot the pen-readable palt.iti lum^ a seLOiid 
prmtei \Mth a black channt! containing the Anoto substitute black ink I hi. | iifUt-i^ Je cubed 
m Nelson and Cloullrier also have onh a single black channel (see, e g . co! 6. lines 2'^~2^> of 
Netsoa and cok 1, lines 28-34 of Clouthier). Consequently, one skilled in the art reading 
Nelson in vievv of the Background description of tlve Anoto system and Ciouthier necessmly 
would include that two separate printers would be used to create a digital pen aiahled 
document containing both a pen-readable pattern printed in process black ink and abuman- 
discemable pattern printed in Anoto substitute black ink. 

Thus, N elson m view of the Background description of the i\noto system and 
Clouthier does not disclose or suggest the first "printing" element of claim 87. For at l&M 
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Ihis reason, the rejection of mdependmt claim 87 over Nelson in view of "Applicant's 
described Prior Art" and Cloirthier should be withdrawiv. 

Nelson in view of the Background description of ilie Anoto system and Clouthier also 
does not disclose or suggest the "by-pass" element of claim 83 (i.e., ''wherein data 
represattative of content is half-toned, ami wherein data representation of pattern bypasses a 
half-toning process''). 

In suppi^rtofihe rcjfcljon of indepeni.L'pi v.Lv?i s'' {ho F\3Mirer ha.s ackn.iwiodged 
that Nelson in ^ leu of ih-j BackgrtmnJ de-;.upl!o;i 'h.- \\ .Mo s>sicm do.:s ni't di^-cio^e ot 
suggesl llie "b\ -pass" clciiienl ofclann 8 > tsce soi-oiiil 1o LjsI ^ on paye of the final OSTice 
action) in an dTiirt to make-up for this lack of disclosure, the hXamuier bas taken die 
position that "Cioutiuer et al teaches the feature of half toning data representative of a>ntent 
(Clouthier et al: Fig, 1, ^26; Halftoning: Col. 4, lines 60-63) and wherein data repre.sentaiion 
of pattern bypasses a half-toning process (Figure 1 , item 36; column 5, lines 1-1 5; fllustrates 
data b>'-passed il^ough halftone module #26 via bypass to the print engine 28)" (see last four 
lines on page 1 3 and lin&s 1 -2 on page 1 4 of tlie fmal Office action), 

Contrajy to the Examiner's position, however, Clouthier does not «jake-up for the 
failure of Nelson in view of the Background description of the Anoto system to disclose or 
suggest the "by-pass" element of claim 87. in particular, Clouthier discloses a system m 
which the halftoning of pixels is controHed by a halftone type identifier that is set by a 
classifying that classifies print data into one of plurality of image types that is associated with 
a particular halftone process (see. e.g., col. 2, lines 37-42, col. 3, lines 45-49, col. 5, lines 1- 
1 1 and 1 5-1 7). in accordance with Couthier's disclosure "... any image type v\%ich is not to 
be subjected to a hal ftone operation may be assigned a '00' halftone type identifier" and ". . . if 
the halftone type identifier indicates that a bypass is to occur (i.e., H)0'X the pixel is passed 
directly through halftone module 26 via byp£tes 36 to print engine 28" (col. 4, lines 4-6, and 
col, 5, lines 12-15; FIG. 1). Contraiy to the Examiner's implicit assumption, however, 
Clouthier does not disclose anything that would have one skilled in tlie ^t any apparent 
reason to have data representation of the pen-readable pattern to by-pass a half-toning 
process. Indeed, Clouthier does not disclose vxtet type of print data xTOuld be assigned the 
"00' halftone type identifier. 

Since Nelson in view of the Background description of the /\noto system does not 
disclose anvihing about by-passing a half-toning process and Clouthier does not disclose 
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v\hat l>pe of punt data shodd be passed direcily ttirough the halftone module ^ia bypass 36, 
Nelson in view of the Background description of the Anoto system and CloutMer does not 
disclose or suggest the "by-pass" element of claim 88, For at least this additional reason, the 
rejection of independent claim S7 over Nelson in view of "Applicant's described Prior Art" 
and Clouihier should be withdrawn. 

For the reasons explained above, the rejection of claim 87 over Nelson in view of 
''Applicant's described Prior Art'' and Cioutliier should be withdrawn. 

G- Claims 88-92 

Claims 88-92 are rejected under 35 U.S.C § 103 (a) over Nelson (U.S. 6,132,024) in 
view of "Applicant's described Prior Art," CJouthier (U.S. 5,949,964), and Riuwph (U.S. 
6,429,948). 

1 Dependmt claim 88 

Claim 88 depends from independent claim 87 Rumph doe.s not make-iip for the 
failure of Nelson m view of "'.Applicant's described Prior Art'' and Clouthierto disclose or 
.suggest the elements of mdependenl ciann 87 di,scii,ssed above. Tiierefore, the rejection of 
claim 88 under 35 U.S.C. § 103(a) over Nelson in view of "Applicant's described Prior .Art," 
Clouthier, and Ri^mph should be withdrawn for at least the same reasons explained above in 
connection with independent claitn 87. 

Claim 88 also is patentable over Nelson in view of "Appiic^it's described Prior Ait,'' 
Cloutbier, and .Rumph for the following atlditionai reason. 

Claim 88 dqtends from claim 87 and recites that data representative of content is 
operated upon by a masking process, and data representation of pattern bvpasses a masking 
process. 

Ihe fejOClioiK ( claiiii is t lii Ml o 1 \amniei s a^soMu Ji iliat Rump mik^.'^- 
up tut file 5ckn(i\\led<^'0d lajluto "^S \j V -^t s \ w Xipluant' dcscnbod Pnot \ri and 
i louthiej U) disclose vU sui>ac--i i e . ^ je i v-^vi ic ion of paUi.'tn K fias<c^s a misLint; 
pi<.n.o-^> vi^ K'titeJ in cldun (^ce pa.,*."- .-+-15 Oi d5v iuiai Ofncc action) iapaitimLit the 
1 xamincr has a^st'iied that Rump di'JCloscs ihis element of clami m c* ! ^ i linos 17-62 
and m FIG. 24. steps SH.}?0-S]7iO. (.kmiran to the hxanimer s position, however, the 
prinHtive masking object process shown in FIG, 24 and described in col. 34, lines 47-62, is 
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applied lo all primim e masking objects; there is operation by which data iqpresentation of 
pattern b^^passes the masking process. 

For this additional reason, the rejection of claim 88 over Nelson iti view of 
''Applicant's described Prior Art," Cloutliier. and Rumph should be vvitlidra^w. 

1 Independent claim 89 

Independent eiaim 89 recites: 



89. (Previousiy Presented) A method of printing on 
demand a page or other imide, the method comprising; 

printing, using a single digital printer, a ijmciiine- 
readable position-determining pattern with a first ink, wlierein 
ihe pattern is configirred to enable a digital pen to determine the 
pen's position in a pattern space, and wherein the pattern is 
readable at a specific, optionally non-visible, wavelength; 

printing, using the single digital printer, human- 

discenvable content in a second ink; and 

processing the conteni data dilTetently from the pattern 
data during data processing performed to print the document. 



The rejection of independent claim 89 under 35 U.S. C, § 103(a) over Nelson in view 
of ''Applicant's described Prior Arl,'' Clonthier, and Runiph should be withdrawn because the 
cited art, taken alone or in any permissible combinatiorL does not disclose or suggest each 
and e\ei\ one of lite elemetu^ ol the i i» ^> 

Foi example NcKon in Me\\ lj.U dcscnhed Pnot \rt Ciouthici and 

Rumph doe-^ not disclose or sugi^esi liic In-.' .ud -ecojxi pntiJiug elements ot claim S'Mt e 
■ prmtU'Jg. li&mg a snigle digital pnntcr a macri .o-rejd>.'h!e posUion-delormuMnL p utem w tth 
a fnst ink, wherein the pattern i<: conOgujed to ens'b'e a digital pen x • deiermnit,- the p^n s 
position m a pattern space, and \> herein llie pattern fs leadable at a speed jc, oj>tJonalh non- 
vjsible. wavelength" and "printing, using the single digital printer, human-discemable content 
m a second ink"). 

In tlte rationale given by the Examiner in support of the rejection of independent 
claim 89, tlie Fxammer did not e\en attempt to show thai Nelson in \iew of "Apphcants 
descnbed Prior Art/' Clouthier_ and Riimph discloses or sug^>.ests the first and second 
fjuuin^j iHi^ments ( finfi p,^n K*nt c' "^^ ' -n o - ^ FNammei onh > spl nned 
position m supp<.)it ot his belief that dw *,iicd ictefcnccs dihciosc tiie processing elem»jni ol 
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claim 8*) (see page 1 6 of the fmal Office action). Therefore, liie Exaiiiner has not established 
a prima facie case that independent claim 89 is obvious over the cited m. For at least this 
reason, the rejection of mdependmt claim 89 should be withdrawn. 

The rejectiori of independera claitn 89 over Nelson in view of 'V\ppiicaiJt's described 
Prior Art,'^ Clouthier, mil Rumph also shoidd be withdrawn for the foHowing additional 
reasons. 

\s explained abo\e in ^ p v\i > - a il- jP Jcpe A^p d i.iij iW LKdcamiH has 
acknouieduod that sieuhci Ramphnoi rkiutlucs Jisciu-^c-. O' l;s!s ti^-rv .i ^ifulc Jij,'ital 
pnntcf lo pii»t d nu^-hino-teaddblc po^uion-detoimtniiv' p^Ulein dn^d j hum.m-dM-emabb 
content in an eikut to make-up thiN Lick o'^dssclo^Dre the hxammer has iak..n lIio 
pOMtion thai AppcllaiU's descnptum of the Anoto ssilera hi the Backgjuund section of the 
patent application (see page 2, line 28 - page 5, line 19) discloses using a single digital 
printer to print a nKicMne-readable position-determining pattern and ahnman-discemabie 
content. In particular, the Exan-uner has taken the position that the Background description 
"leaches the feature of having a first machine-readable ink and a second ink, or inks, that 
is/are not machine-readable at the same wavelength as said first ink" and a "system being 
configured lo cause said primer to print documents having both" (see page 5, last of the 
fmal Office action). 

Contrary to the Examiner's position, however, ihe Background description of the 
Anoto system does not disclose using a single digital printer to print a machine-readable 
position-determining pattern with a first ink (i.e., process black) and ahuman-disceniable 
conteiit in a second ink (i.e., Anoto substitute black), histead, the Background description 
expressly discloses that the Anoto substitute black ink should be printed on top of the process 
black ink pattern using a printer in which the black channel of the printer (e.g., the .K-chmnel 
in a CMYK printer) prints with the Anoto substitute black ink. ITie printer described in ihe 
Background description of the Anoto system has only a single black ch^inel (see page 5, 
lines 12-14). Tlierefore, one skilled in the art wQixM understand from this description that a 
digital pen enabled document is prnducetl h\ first pnntmg the pen-readable pattern a 
first printer with a black channel coniainint: iho process black ink: and second, prmDny the 
bmnat)-di,scetaable content on top of (he pea-readable pattern w-mg a St-ojnd punier with a 
black channel conttwning the Anolo substitute black ink Thu.s. the Backer* .tuiid setUon of 
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Appellant's application does not disclose or suggest tlie first and second "Tprintiiig" elemeiite 
of claim 87. 

The printers described in Nshon, Rumph, and Donthier also have only a single b!ack 
channel (see, e.g.. col 6, lines 25-29 of Nelson, col, 33, hnes 39-45 of Rumpk and coL L 
lines 28-34 of Clouthier). Consequeutiy, one skilled in the art reading Nelson in view of the 
Baokyrouiid desci-ipuon of the Aiioto s>sieni Clouthier, and Runiph necessarily wouid 
include iha{ two separate printers w ould be used 10 create a digital pen enabled document 
containing both a pen-readable paiteni printed in process black ink and a human-disceniable 
pattern printed in Anoto subsittiite black ink. 

Thus, Neisoo m viev. of the Background description of the .Anoto s>stem, doitthier, 
and Rumph does not disclose or snggest tlie first and second "printing" elements of claim 89. 
For this additional reason, the reiection of independent claim 89 over Nelson in view of the 
Background description of the .Anoto ss^stem, Clonthier, and R umph should be withdrawn. 

The f ejection of independent claim 89 over Nelson in view of "Applicant's described 
Prior Art/' Cloutitier, and Rumph also should be withdrawn because the cited art does not 
disclose or suggest the "processing" element of claim 89 (i.e., "processing the content data 
ditXerently from the pattern data during data processing performed to print the document"). 

In support of the rejection of independent claim 89, the Examiner has acknowledged 
tiiat Nelson in \ ievv of the Background description of the Anoto system, and Clouthier does 
not disclose or suggest the ^'processing" element of claim 89 (see .first f on page 1.6 of the 
fina! Office action), in an effort to make-up for this lack of disclosure, the Examiner has 
preiiiised liis rejection of claim 89 on the assertion that col. 2, lines 43-48 of Rumph discloses 
the "processing" element of claim 89. Contraiy to the Examiner's position, however, col. 2, 
lines 43-48 of Rimiph does not disclose or suggest '"processing the content data differently 
from the pattern data during data processing perforaied to print the docummt," as recited in 
claim 89. Instead, tlie cited disclosure states in pertinent part that *1he objects of the page 
image ar e processed op timally based on their object type, including using optimal 
compression and decompression techniques for each object type." This disclosure does not 
give one skilled any apparent reason to process "the content data differently from the pattern 
data during data processmg performed to print the docum«it.'' Indeed, as defined in 
independent claim 89, the '"corttent data" and the '"pattern data" aie object-independent. 
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For the reasons explained above, tide rejection of Hidependent ciaim 89 over Nelson in 
\ icw o ( Applicant's desci ^bed Pnor Art/' Ciouthier, and Riiniph should be withdrawn. 

^ Dcpon Jem cl a im i- ')0-92 

irCich of clasmN ')s.)-'^2 depends iTom mdependeni claim H9 and therefore is patentable 
o\ ei Neison in ^ of \pp!)cant's described Prior Ait" CioutMer, wkI Rumph for at least 
the sat«e reasons explained above in connection with independent claim 89, 

Vin. Conclusion 

For the reasons explained above, all of the pending claims are now in condition for 
itllowance and should be allowed. 

Charge any excess fees or apply any credits to Deposit Account No. 08-2025. 



Respectfully subtnitted. 



Date; Aug. 16. 2010 



/Edoixaid Oarda. Rea. No. 38.461/ 



Edouard Garcia 
Reg. No. 38,461 

Telephone No.: (650) 605-3532 
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CLAIMS APPENDIX 



The daims that are the subject of Appeal are presented heiow. 
1.82. (Canceled) 

83. (Previousfy Presented) A prim coiitroi system coiillgured to control, a single 
digital printer havmg a first machme-readable ink mid a second ink that is not machine- 
readable at the same wavelength t& said first ink, said system being configiued to cause said 
printer to print doaimenis having both (i) machine-readable pattern printed in the first ink, 
wherein the pattern is configured to enable a digitai pen to acquire data to enable its position 
in said pattern to be determined, and (ii) humaii-discemable content, printed in the second 
ink, that is not read by said pen in use^ said system being configured to route data 
representative of content colour t» (i) a colour separation process, and to (ii) a half-toning 
process, asid to (iii) a masking process, and vi^here said system is configured to route data 
representation of pattern so as to by-pass a half-toning procass. 

84. (Previously Presented.) A control system according to claim 83 configured to 
route data representative of pattern so as to b) -pass a maski ng process. 

85. (Previously Presented) A control system according to claim 83 configured, to 
route data representative of content through a linearisation process, and configured to route 
data representation of pattern so as to bj-pass said linearisation process, 

86. (Previously Presen ted) A control system according to claim 83 confi gured to 
route data reprgsentative of pattern so as to bvrpjes a masking process and configiired to 
route data representative of content through a linearisation process, md configured to route 
data representation of pattern so as to by-pass said lineaiisation process. 

87. (Previously Presented) A method of printing a document; comprising: 

digltaJiy prititing a hunian-discemable content ^d a machine-readable position- 
detennining pattern, configured to enable a digital pen to determine the pen's position in a 
pattern space onto the document using a single digital printer, wherein the digital printer 
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includes a fljsl ink which us not machine-readable at a pailicuiar wavelength of 
electromagnetic nuliation and a second ink that is machine-readable at the said particular 
wavelength ; and 

printing the content with the first ink and not the second inlw at ie^t where said 
cun{en{ oxeilse^ said paUoin . and 

printing the pattern using ihe second ink. 

wherein data representative of content is half-tonedj and wherein data r^resentation 
of pattern bypasses a half-toning process. 

88. (Previously Presented) A method aecofding to claim 87 vvherein data 
representative of content is operated upon by a masking process, md data representation of 
pattern b>T3asses a masking process, 

89. (Pi e\ iously Presented) A method of printing on demand a page or other ^ticle, 
the method comprising: 

printing, using a single digital pnriter, a machine-readabie position-detennifiing 
pattern with a first ink, wherein the pattern is configured to enable a digital pen to determine 
the pen's position in a pattern space, md v\*erein the pattern is readable at a specific, 
optiotiaJly tron-visible, wavelength; 

printing, using the single digital printer, hunwi-discemable content in a second iak; 

and 

processing the content data differently from the pattern data during data processing 
performed to print the document, 

\H) (Prev iously Psesented) A method ofpfinliay atoorditigto claim fitrther 
comprising Ireating the pattern text oonlent in a prinser drixer, and printing the patiern 
using e\c!uSJ\el>' one ink that .!> readable b> a nsachine at said non-v isibie wavelength, or 
e.\ckisi\e!> using aplurahiy of inks that cue readiible at said iion-v tsible wavelength, and 
prinUng the content, at ieast that content which is superposed with said pattern, using 
exclusiveiy an ink that is not machine-readable at said non-visible ^vavelength. 
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91 . (?res umssK Presented) A method of printing according to claim 89, fte method 
comprising taking an RGB version of an image from a computer and isolating the pattern in 
its own colour plane, optionally dwnag a colour separation process, contml being printed 
with other available colour planes not including said patteni colour pj»ie. 

92. (Previoush' Pres;ented) A nieihod according to claim 91 in which content colour 
plam data undergoes a halt-toning and masking operation m order to detemtine wliat content, 
if any, is printed at each pixel of the printing operation, and wherein pattern colour plane data 
bypjisses the half-toning oper^ion. 
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EVtDENCE APPENDIX 



There is no evidence submitted pui-suatif to 37 CFR §§ 1.130, 1,131, or 1.132 or my 
other evidence entered by the Examirier and relied upon by Appellant in the pending appeal. 
Therefore, no copies Jire retjiured imder 37 CFR § 41 J?(c)(l)(ix) in the pending appeal. 
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RELATED PROCEEDINGS APPENDIX 



Appellant is not aware of am^ decisions rendered by a court or the Boaid that mil 
direcity affect or be directly affected by or have a bearing on the Board's decision in the 
pending appeal. Therefore, no copies are required under 37 CFR § 41 .37(c)(l )(x) in the 



